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DETAILED ACTION 

EXAMINER'S NOTES 

1. The Examiner notes that along with the preliminary 
amendments to the claims arguments were filed in this 
application regarding how the claims overcome the art cited in 
the parent application. These arguments have been considered, 
and the newly presented claims have been rejected below using 
other art . 

Drawings 

2. The drawings are objected to as failing to comply with 37 
CFR 1.84 (p) (5) because they include the following reference 
character (s) not mentioned in the description: 203, 45, and 46. 
Corrected drawing sheets in compliance with 37 CFR 1.121(d), or 
amendment to the specification to add the reference character (s) 
in the description in compliance with 37 CFR 1.121(b) are 
required in reply to the Office action to avoid abandonment of 
the application. Any amended replacement drawing sheet should 
include all of the figures appearing on the immediate prior 
version of the sheet, even if only one figure is being amended. 
Each drawing sheet submitted after the filing date of an 
application must be labeled in the top margin as either 
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"Replacement Sheet" or "New Sheet" pursuant to 37 CFR 1.121(d). 
If the changes are not accepted by the examiner, the applicant 
will be notified and informed of any required corrective action 
in the next Office action. The objection to the drawings will 
not be held in abeyance. 

Specification 

3. The disclosure is objected to because of the following 
informalities : 

On page 10, lines 14-15, there appear to be typing errors 
with regard to the reference numbers. 23 should be 13, 20a 
should be 10a, 25 should be 15, and 28 should 18. 

On page 13, line 9, there appears to be a typing error with 
regard to the reference number. 5 0b should be 50a. 

Appropriate correction is required. 

Claim Rejections - 35 USC §112 
The following is a quotation of the first paragraph of 35 
U.S.C. 112: 

The specification shall contain a written description of the invention, and 
of the manner and process of making and using it, in such full, clear, 
concise, and exact terms as to enable any person skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and 
use the same and shall set forth the best mode contemplated by the inventor 
of carrying out his invention. 
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4. Claims 23, 24, 29, and 31 are rejected under 35 U.S.C. 112, 
first paragraph, as failing to comply with the written 
description requirement. The claim (s) contains subject matter 
which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the 
inventor (s), at the time the application was filed, had 
possession of the claimed invention. The specification teaches 
explicitly multiple times that the thickness of the SiO x C y layers 
are between 5 to 500 angstroms and preferably 100 to 20 0 
angstroms. The claims are claiming a much larger thickness of 
0.5 to 5 micrometers or 1 to 2 micrometers. Because the 
specification describes to one having ordinary skill in the art 
that the thickness should not be greater than 5 00 angstroms, 
claims 23, 24, 29, and 31 contain subject matter which was not 
describe in the specification in such a way as to reasonably 
convey to one skilled in the relevant art that the inventor, at 
the time the application was filed, had possession of the 
claimed invention. Furthermore, these thickness values claimed 
do not have 112 first paragraph support in the parent cases and 
therefore would not receive priority back to those dates. 
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The following is a quotation of the second paragraph of 35 
U.S.C. 112: 

The specification shall conclude with one or more claims particularly 
pointing out and distinctly claiming the subject matter which the applicant 
regards as his invention. 

5. Claims 28 and 32-35 are rejected under 35 U.S.C. 112, 
second paragraph, as being indefinite for failing to 
particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Regarding claim 28, the limitation "includes a core layer 
of paper or paperboard" renders the claim vague and indefinite 
because it is not understood if the second prefabricated 
laminate includes this layer in addition to the core layer 
already claimed in claim 22 or if the limitation is merely 
limiting the core layer already claimed as being formed of paper 
or paperboard. It appears from the specification and drawings 
that there is only one core layer and that it is made of paper 
or paperboard, so it is suggested that the claim be rewritten to 
read "wherein the core layer of the second prefabricated 
laminate is paper or paperboard." 

Regarding claim 32, the limitation "straining the substrate 
film within a range between- an upper limit of an initial plastic 
deformation of the substrate film determined by the Young 
modulus and a lower limit of any improvement of the cohesion 
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force of the oxide coating and the adhesive force between the 
oxide coating and the substrate film" renders the claim vague 
and indefinite. It is not understood how the substrate is 
strained with a range. The definition of strain is to stretch 
to the maximum extension and tautness, which is a point, not a 
range. Therefore, should the word "straining" be "stretching"? 
Also, the range is not defined in a definitive manner. It is 
not understood what the maximum and minimum points of the range 
are from the claimed language. 

Claims 33-35 are indefinite because they are dependent on 
claim 32, which is indefinite as shown above. 

Claim Rejections - 35 USC §103 
The following is a quotation of 35 U.S.C. 103(a) which 
forms the basis for all obviousness rejections set forth in this 
Office action: 

(a) A patent may not be obtained though the invention is not identically 
disclosed or described as set forth in section 102 of this title, if the 
differences between the subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at 
the time the invention was made to a person having ordinary skill in the 
art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere 
Co., 383 U.S. 1, 148 USPQ 459 (1966), that are applied for 
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establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art . 

2 . Ascertaining the differences between the prior art and 
the claims at issue. 

3 . Resolving the level of ordinary skill in the pertinent 
art . 

4. Considering objective evidence present in the 
application indicating obviousness or nonobviousness . 

6. Claims 22-37 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Fayet et al (WO 99/19229 Al) . 

Regarding claim 22, Fayet et al teach a packaging laminate 

consisting of two prefabricated laminates (reference numbers 10a 

and 10b, Figure 4) and an intermediate adhesive layer (reference 

number 11, Figure 4) . The first prefabricated laminate consists 

of a plastic substrate film (reference number 15, Figure 4) 

coated with a layer (reference number 16, Figure 4) of SiO x C y , in 

which x is within the range of 1.5-2.2 and y is within the range 

of 0.15-0.8 (see abstract). The second prefabricated laminate 

comprises a core layer (reference number 12, Figure 4) coated on 

both sides with a layer of heat-sealable thermoplastic polymer 

(reference numbers 13 and 14, Figure 4) . The second 

prefabricated laminate is bonded to one side of the first 

prefabricated laminate by an intermediate adhesive layer (Figure 

4) . Regarding claims 23-24, 29, the limitation that the 

thickness is in the range of 0.5 to 5 micrometers appears to be 
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a conversion error as discussed above in the 112 first paragraph 
rejections of those claims. Because the instant specification 
specifically teaches that the thickness should not be greater 
than 50 0 angstroms, the claims are considered by the Examiner to 
reflect the specification and that the claims are conversion or 
typing errors. Therefore, it is the Examiner's position based 
on the specification that the thickness is 5 to 500 angstroms 
and preferably 100 to 200 angstroms. The thickness of the SiO x C y 
layer in Fayet et al is 5 to 500 angstroms. Regarding claims 25 
and 37, the carbon containing silicon oxide layers have cohesion 
strength of at least 5.7GPa (p. 18, 1.17-18). Regarding claims 
26 and 35, the carbon- containing silicon oxide layers have an 
interface shear strength with the plastic substrate film of at 
least 170MPa (p. 18, 1.20-21). Regarding claims 27 and 33, the 
substrate film consists essentially of polyethylene 
terephthalate (see abstract) . Regarding claim 28, the core 
layer of the second prefabricated laminate is formed of paper or 
paperboard (p. 8, 1.11-12) . Claim 29 has all of the limitations 
of claim 23 and that x is within the range of 1.7-2.1 and y is 
within the range of 0.39-0.47 (p. 3, 1.19-20) and that the heat 
sealable layers on either side of the core layer are heat- 
sealable in the range of 121°C to 260°C (p. 8, 1.21-22). 
Regarding claims 30 and 31, the packaging laminate is used to 
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form a container (see abstract) . Claim 32 has all of the 
limitations of claim 3 0 and that the SiO x C y layer is formed by- 
vapor deposition on the substrate film by a plasma enhanced 
chemical vapor deposition method while straining the substrate 
film within a range between an upper limit of an initial plastic 
deformation of the substrate film determined by the Young 
modulus and a lower limit of any improvement of the cohesion 
force of the oxide coating and the adhesion force between the 
oxide coating and the substrate film (p. 5, 1.22-25). Regarding 
claim 34, the SiO x C y layer is formed form a mixture of a 
vaporized organic silicon compound and oxygen in vacuum and the 
organic silicon compound is tetramethyl disiloxane (p. 6, 1.3-4). 
Claim 3 6 is a package blank having crease lines (see abstract) 
having all of the limitations of claim 35. 

Fayet et al fail to explicitly teach in one embodiment all 
that taught above as shown in Figure 4 and a SiO x C y layer on the 
other side of the plastic substrate film. However, Fayet et al 
teach another embodiment in which the SiO x C y layer is used as an 
exterior layer in contact with the food product contained within 
the assembled food container (Figure 11, p. 14, 1.15 - p. 15, 
1.15). One of ordinary skill in the art would have recognized 
that the SiO x C y layer is used as an interior layer between the 
plastic substrate film and the intermediate adhesive layer or as 
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an exterior layer in contact with the food product contained 
within the assembled food container, as taught by Fayet in the 
embodiments of Figures 4 and 11. 

Therefore, it would have been obvious to one having 
ordinary skill in the art at the time Applicant's invention was 
made to apply the SiO x C y layer to the exterior surface of the 
plastic substrate film of Figure 4 in order to provide increased 
gas and aroma barrier properties to the laminate and depending 
on the intended end result of the packaging laminate since it is 
taught that the SiO x C y layer is used as an interior layer and 
exterior layer, as taught by Fayet in the embodiments of Figures 
4 and 11. 

Applicant cannot rely upon the foreign priority papers to 
overcome this rejection because a translation of said papers has 
not been made of record in accordance with 37 CFR 1.55. See 
MPEP § 201.15. 

7. Claims 22-37 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Roulin et al (USPN 5,508,075) in view of 
Yamaguchi (JP 10-249976) . 

Regarding claim 22, Roulin et al teach a packaging laminate 
consisting of two prefabricated laminates (reference numbers 10a 
and 10b, Figure 5) and an intermediate adhesive layer (reference 
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number 11, Figure 5) . The first prefabricated laminate consists 
of a plastic substrate film (reference number 15, Figure 5) 
coated with a layer (reference number 16, Figure 5) of SiO X/ in 
which x is within the range of 1.5-2.2 (see abstract). The 
second prefabricated laminate comprises a core layer (reference 
number 12, Figure 5) coated on both sides with a layer of heat- 
sealable thermoplastic polymer (reference numbers 13 and 14, 
Figure 5) . The second prefabricated laminate is bonded to one 
side of the first prefabricated laminate by an intermediate 
adhesive layer (Figure 5) . Regarding claims 23-24, 29, the 
limitation that the thickness is in the range of 0.5 to 5 
micrometers appears to be a conversion error as discussed above 
in the 112 first paragraph rejections of those claims. Because 
the instant specification specifically teaches that the 
thickness should not be greater than 500 angstroms, the claims 
are considered by the Examiner to reflect the specification and 
that the claims are conversion or typing errors. Therefore, it 
is the Examiner's position based on the specification that the 
thickness is 5 to 500 angstroms and preferably 100 to 200 
angstroms. The thickness of the SiO x C y layer in Roulin et al is 
5 to 500 angstroms (col. 6, 1.26-30). Regarding claims 27 and 
33, the substrate film consists essentially of polyethylene 
terephthalate (col. 5, 1.13-15). Regarding claim 28, the core 
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layer of the second prefabricated laminate is formed of paper or 
paperboard (p. 4, 1.50-51). Claim 29 has all of the limitations 
of claim 23 and that x is within the range of 1.7-2.1 (see 
abstract) and that the heat sealable layers on either side of 
the core layer are heat- sealable in the range of 121 °C to 2 60°C 
(col. 4, 1.61-65). Regarding claims 30 and 31, the packaging 
laminate is used to form a container (see abstract) . Claim 32 
has all of the limitations of claim 3 0 and that the SiO x C y layer 
is formed by vapor deposition on the substrate film by a plasma 
enhanced chemical vapor deposition method while straining the 
substrate film within a range between an upper limit of an 
initial plastic deformation of the substrate film determined by 
the Young modulus and a lower limit of any improvement of the 
cohesion force of the oxide coating and the adhesion force 
between the oxide coating and the substrate film. Note this 
limitation is a process limitation within a product claim, which 
receives little patentable weight. Although all limitations in 
a claim are considered, articles are defined by structure and 
not how the structure is made. Therefore, the process 
limitations are only considered for the structure they form not 
for the steps themselves. In this case, Roulin et al teach the 
silicon oxide layers being coated onto the same substrate by 
PECVD. Thus, the article has the same or at least a patentably 
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similar structure as the claimed invention, absent the showing 
of evidence to the contrary. Regarding claim 34, the SiO x C y 
layer is formed form a mixture of a vaporized organic silicon 
compound and oxygen in vacuum and the organic silicon compound 
is tetramethyl disiloxane (col.l, 1.57-61) . Claim 36 is a 
package blank having crease lines (col. 2, 1.28-30) having all of 
the limitations of claim 35. 

Roulin et al fail to explicitly teach in one embodiment all 
that taught above as shown in Figure 5 and a SiO x C y layer on the 
other side of the plastic substrate film. However, Roulin et al 
teach another embodiment in which the SiO x C y layer is used as an 
exterior layer in contact with the food product contained within 
the assembled food container (Figure 12, col. 8, 1.10-37) . One 
of ordinary skill in the art would have recognized that the 
SiO x C y layer is used as an interior layer between the plastic 
substrate film and the intermediate adhesive layer or as an 
exterior layer in contact with the food product contained within 
the assembled food container, as taught by Roulin et al in the 
embodiments of Figures 5 and 11. 

Therefore, it would have been obvious to one having 
ordinary skill in the art at the time Applicant's invention was 
made to apply the SiO x C y layer to the exterior surface of the 
plastic substrate film of Figure 5 in order to provide increased 
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gas and aroma barrier properties to the laminate and depending 
on the intended end result of the packaging laminate since it is 
taught that the SiO x C y layer is used as an interior layer and 
exterior layer, as taught by Roulin et al in the embodiments of 
Figures 5 and 11. 

Roulin et al fail to teach that the silicon oxide layer 
contains carbon atoms. However, Yamaguchi teaches that an 
inorganic oxide film containing silicon, oxygen, and carbon, 
formed by manipulating the gas stream of the tetramethyl 
disilioxane and other components of the PECVD process, is 
substituted for an inorganic oxide film containing only silicon 
and oxygen in order to improve the adhesive strength between the 
oxide film and the substrate layer so that the gas barrier 
performance remains high during use of the packaging laminate as 
a container (see abstract) . Roulin already teach that the 
silicon and oxide portions of the inorganic oxide film should be 
in the range of one silicon atom to 1.5 to 2.2 oxygen atoms. 
Yamaguchi teach that the elemental composition ratio of the 
carbon to the silicon oxide is between 2 and 35-wt% (see 
abstract and p. 2, paragraphs 9 and 10 of the machine 
translation), which is within the claimed range of 0.15 to 0.8 
carbon atoms to one silicon atom. One of ordinary skill in the 
art would have recognized that Roulin et al and Yamaguchi are 
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analogous insofar as both references are concerned with forming 
gas barrier silicon oxide coatings on plastic substrates for the 
food industry (see abstract and p.l, paragraph 1 of the machine 
translation) • 

Therefore, it would have been obvious to one having 
ordinary skill in the art at the time Applicant's invention was 
made to adjust the quantity of each of the reactant gas raw 
materials of the silicon oxide coating of Roulin et al in order 
to form a inorganic oxide film containing silicon, oxygen, and 
carbon at the ratios claimed, in order to improve the adhesive 
strength between the coating and the substrate in order to 
maintain the gas barrier performance of the laminate during use, 
as taught by Yamaguchi . 

Regarding claims 25-26, 35, and 37, the cohesion strength 
of at least 5.7GPa and the interface shear strength with the 
plastic substrate film of at least 170MPa are latent properties 
of the carbon containing silicon oxide layers since the layers 
are made from the same composition by the same PECVD method. 
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Conclusion 

8. The prior art made of record and not relied upon is 
considered pertinent to applicant's disclosure. Sacher et al 
(USPN 4,557,946); Kohler et al (USPN 6,203,898); Macquart et al 
(USPN 5,935,702); Namiki (USPN 5,641,559); Kunz et al (USPN 
5,387,449); Egami et al (USPN 5,422,185); Izu et al (USPN 
5,411,591); Parks et al (USPN 6,093,274). 

Any inquiry concerning this communication or. earlier 
communications from the examiner should be directed to 
Christopher P. Bruenjes whose telephone number is 571-272-1489. 
The examiner can normally be reached on Monday thru Friday from 
8 : 00am-4 :30pm. 

If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Harold Pyon can be 
reached on 571-272-1498. The fax phone number for the 
organization where this application or proceeding is assigned is 
571-273-8300. 
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Information regarding the status of an application may be 
obtained from the Patent Application Information Retrieval 
(PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, 
see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free) . 

Christopher P Bruenjes * y^T^i 



Examiner 

Art Unit 1772 




CPB 

September 13, 2005 



SUPERVISORY PATENT EXAMINER 




